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DETAILED ACTION 
Status of Claims 

1. Claims 1 and 3-5 and 7-13 remain for examination. Claims 14-19 have been 
withdrawn from consideration. 

Claim Objections 

2. In view of applicant's remarks submitted 9/1 8/2006 on p. 5, the previous 
objection to the claims has been withdrawn. 

Claim Rejections - 35 USC § 103 
3.. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1, 3-5, 7-8 and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Qiao (provisional application 60/483956 of US2005/0000826) in view 
of Datta et al. (US Patent 6,228,246) and Rosswag (US Patent 4,372,831) for the same 
reasons as stated in the previous office action on p. 3. 

5. Claims 9 and 12 are rejected under 35 U.S:C. 103(a) as being unpatentable over 
Qiao in view of Datta et al. and Rosswag as applied above to claim 1 , and further in 
view of Drummond et al. (US Patent 2,330,562) for the same reasons as stated in the 
previous office action on pp. 3-4. 

6. Claims 10-11 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Qiao in view of Datta et al. and Rosswag and further in view of Drummond as applied 
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above to claim 9, and further in view Tezuka et al. (US Patent 5,843,290) for the same 
reasons as stated in the previous office action on pp. 4-5. 

7. Claims 1, 3-5, 7-8 and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Arendt et al. (US 2003/0144150) for the. same reasons as stated in 
the previous office action on pp. 5-7. 

8. Claims 1, 3-4, 7-8 and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Arendt et al. (US 2003/0036483) in view of Rosswag for the same 
reasons as stated in the previous office action on pp. 7-9. . 

9. Claims 1, 3-5, 7-8 and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Glowacki et al. (Texture development in long lengths of NiFe tapes 
for superconducting coated conductor) in view of Rosswag for the same reasons as 
stated in the previous office action on pp. 9-11. 

10. Claims 9 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Glowacki et al. in view of Rosswag as applied to claim 1 above, and further in view of 
Drummond et al. (US Patent 2,330,562) for the same reasons as stated in the previous 
office action on pp. 12-13. 

1 1 . Claims 10-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Glowacki et al. in view of Rosswag and further in view of Drummond as applied to claim 
9 above, and further in view of Tezuka et al. (US Patent 5,843,290) for the same 
reasons as stated in the previous office action on pp. 13. 
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Response to Arguments 

12. Applicant's arguments filed 9/18/2006 have been fully considered but they are 
not persuasive. 

1 3. Applicant states that the present invention was completed prior to the date of 
publication in April 10, 2003 as evidenced by the published reference in the Journal of 
Superconductor Science and Technology. However, the Examiner asserts that the 
evidence . provided is not commensurate with the scope of the invention. 

14. The declaration under 37 CFR 1 .132 filed 9/18/2006 is insufficient to overcome 
the rejection of claims 1, 3-5, 7-8 and 13 based upon Qiao in view of Datta et al. and 
Rosswag, the rejection of claims 9 and 12 based upon Qiao in view of Datta et al. and 
Rosswag and further in view of Drummond et al., the rejection of claims 10-1 1 based 
upon Qiao in view of Datta et al. and Rosswag and further in view of Tekuza et al., and 
the rejection of claims 1 , 3-5, 7-8 and 13 based upon Arendt et al. '150 as set forth in 
the last Office action. 

1 5. The evidence submitted is insufficient to establish a conception of the invention 
prior to the effective date of the Qiao reference. While conception is the mental part of 
the inventive act, it must be capable of proof, such as by demonstrative evidence or by 
a complete disclosure to another. Conception is more than a vague idea of how to solve 
a problem. The requisite means themselves and their interaction must also be 
comprehended. See Mergenthalerv. Scudder, 1897 C.D. 724, 81 O.G. 1417 (D.C. Cir. 
1897). 
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16. The Examiner asserts that the scope of the declaration is not commensurate with 
the scope of the claim although agrees with Applicant in part. 

1 7. First, although the declaration describes electropolishing a metallic tape having 
an initial roughness of 20 nm, the declaration does not provide evidence of conception 
for electropolishing metallic tape having an "initial roughness of more than 10 nm in 
claim 1 , which would include surfaces with roughness orders of magnitude higher. 
Conclusion statements, such as that in declaration (9/18/2006, p. 2, paragraph 5,. 
section b) are not enough to signify support for open-ended claim language. 

18. Second, although the declaration describes applying current densities of 0.17 
A/cm 2 and 0.37 A/cm 2 , the declaration does not provide evidence of conception for 
applying current densities of "at least 0.18 A/cm 2 " and "at least 0.37 A/cm 2 " in claims 1 
and 3, which would include current densities orders of magnitude higher. Conclusion 
statements, such as that in declaration (9/18/2006, p. 2, paragraph 6, section c) are not 
enough to signify support for open-ended claim language. 

19. Third, Examiner now agrees that declaration provides evidence to support that 
the declaration describes evidence of conception for reducing the roughness to less 
than about 4 nm in claim 1 or to less than about 0.5 nm in claims 3-4. See declaration 
(1/17/2006, p. 7, abstract) wherein the process is described to provide roughness below 
1 nm; this is evidence of conception of roughness to less than about 1 nm in claims 3-4. 
See declaration (1/17/2006, p. 8, section 2, paragraph 2) wherein an experimental 
range of surface current densities are given; endpoints of that given range correspond 
to specific embodiments described to have RMS of 4nm and 0.5 nm (1/17/2006, p. 8, 
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section 3, paragraphs 2-3) and therefore this is evidence of conception of roughness to 
less than about 4 nm. 

20. Fourth, the declaration does not provide evidence of conception for an anode 
that includes a metal selected from the group consisting of titanium, niobium, tantalum, 
platinum, rhenium, rhodium, nickel, chromium, gold and silver. Applicant only discloses 
a gold-plated electrode (1/17/2006, p. 8, section 2, paragraph 1). 

21 . In response to applicant's argument that Arendt et al. '483 does not inherently 
teach the claimed invention of electropolishing to reduce the roughness of the metallic 
tape to less than about 4 nm, Examiner refers to Arendt et al. '483, paragraphs [0015]- 
[0016]. Arendt et al. discloses starting a metal tape with a rough surface (paragraph 
[0015], line 12). The active process is selected from a group of alternative processes, 
mechanically polished, electrochemically polished or chemically mechanically polished 
(paragraph [0015], lines 1 1-15). The end effect of such a process is to provide a 
smooth surface (paragraph [0015], lines 11-15). Arendt et al. further defines a rough 
surface as having RMS roughness of 15 nm to 100 nm or greater (paragraph [0016], 
lines 12-14). Arendt et al. further defines a smooth surface as having RMS roughness 
of less than about 2 nm, preferably less than about 1 nm (paragraph [0016], lines 19- 
21). Therefore, the claimed elements are taught by Arendt et al. 

22. In response to applicant's argument that Glowacki et al. does not provide a 
specific embodiment near the claimed range, Examiner reminds applicant that Glowacki 
et al. is not limited to such a specific embodiment. The method of Glowacki et al. in 
view of Rosswag meets the claimed limitation for the same reasons as stated in the 
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previous office action on pp. 9-1 1 . In response to applicant's argument that Glowacki et 
al. in view of Rosswag does not suggest the claimed ranges of final RMS roughness, 
Examiner maintains assertion that a "mirror gloss finish" would inherently have a 
reduced RMS roughness of less than about 4 nm or 0.5 nm. Please see applicant's 
admission that a mirror gloss finish of 10 nm RMS or less (remarks, 9/18/2006, p. 13), 
Ueno etal. (US 2003/0209185), paragraph [0053], orTsai etal. (US Patent 5,922,091), 
col. 2, lines 40-44 and Figure 1. 

Conclusion 

23. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

24. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

25. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nicholas A. Smith whose telephone number is (571)- 
272-8760. The examiner can normally be reached on 8:30 AM to 5:00 PM, Monday 
through Friday. 
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26. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571 )-272- 1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

27. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system,' contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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